The opinion in support of the decision being entered
today was not witten for publication and is not
precedent of the Board.

Paper No. 33

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TADAO TAKAG and TAKATOSHI ASH ZAWA

Appeal No. 1998-2102
Appl i cation 08/ 826, 039

ON BRI EF

Bef ore THOVAS, KRASS and LALL, Adninistrative Patent Judges.

LALL, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe final rejection® of clains 16 to 22, 24 to 28, and

30. dains 1 to 15, 23, 29 and 31 have been cancel ed.

! There was an anendnent after the final rejection as
paper no. 25 which was entered by the Exam ner [paper no. 26].
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The invention is related to a vibration actuator
conprising a vibration el enent which vibrates with a first
vi bration node (torsional vibration or |ongitudinal vibration)
and with a second vibration node which is in a direction
different fromthe first vibration node, and a relative
nmovi ng nmenber which executes relative notion in accordance
with the vibration of the vibration elenment. A resonance
frequency of the vibration elenment in the first node is higher
than the resonance frequency of the vibration elenment in the
second vi bration node so that the relative noving nenber is
driven in a stable state. The invention is further
illustrated by the foll ow ng clai mbel ow

16. A vibration actuator conprising:

a vibration elenment which vibrates wwth a first vibration
node and with a second vibration node which is in a direction

different fromthe first vibration node; and

a relative noving nenber which executes relative notion
in accordance with the vibration of said vibration el enent,

inthe first vibration node, vibration of said vibration
el emrent bei ng nmade substantially along a direction coincident
with the direction of the relative notion, and in the second
vi bration node, vibration of said vibration el enment being nmade
substantially along a direction perpendicular to the vibration
direction in the first vibration node, and a resonance
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frequency of said vibration elenent in the first vibration
node bei ng hi gher than the resonance frequency of said

vi bration elenent in the second vibration node so that said
relative noving nenber is driven in a stable state.

The Exam ner relies on the follow ng references:

M shiro 4,812, 697 Mar. 14,
1989
Chni shi et al. (Ohnishi) 4, 965, 482 Cct. 23,
1990
Yamaguchi 5,101, 132 Mar. 31,
1992
lijim 5, 200, 665 Apr. 6,
1993

Clains 16 and 17 stand rejected under 35 U S.C. § 102
over Chnishi. Cains 16 to 22 stand rejected under 35 U. S. C
8§ 102/ 103 over Yamaguchi. Cains 16 to 22 also stand rejected
under 35 U.S.C. 8§ 103 over lijima. Cdains 16, 17, 24 to 28,
and 30 stand rejected under 35 U . S.C. 8§ 102 over Mshiro, and
24 to 28, and 30 stand rejected under 35 U S.C. 8 103 over
Chni shi . Rat her than repeat the positions and the
argunments of Appellants or the Exam ner, we nmake reference to
the briefs? and the answer for their respective positions.

CPIL NI ON

2 Areply brief was filed as paper no. 31 which was
entered in the record [paper no. 32].
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We have considered the rejections advanced by the
Exam ner. We have, |ikew se, reviewed Appellants’ argunents
against the rejections as set forth in the briefs.

W affirmin-part.

Since there are rejections under both 35 U S.C. 8§ 102 and
35 U.S.C. 8 103, we review the applicable | aws before

considering the rejections.

Rej ection under 35 U S.C. § 102

We note that a prior art reference anticipates the
subj ect of a claimwhen the reference discloses every feature
of the claimed invention, either explicitly or inherently (see

Hazani v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd

1358, 1361 (Fed. Cir. 1997) and RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388

(Fed. Gir. 1984)). Rejection under 35 U.S.C. § 103

In rejecting a claimunder 35 U.S.C. 8§ 103, an exam ner

is under a burden to nake out a prima facie case of

obvi ousness. If that burden is net, the burden of going
forward then shifts to the applicant to overcone the prina
facie case with argunent and/or evidence. (bviousness is then
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determ ned on the basis of the evidence as a whol e and the

rel ati ve persuasi veness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992); ln
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976).

We are further guided by the precedence of our review ng
court, under both 35 U S.C. § 102 and 103, that the
l[imtations fromthe disclosure are not to be inported into

the clains. 1n re Lundberg, 244 F.2d 543, 113 USPQ 530 ( CCPA

1957); In re Queener, 796 F.2d 461, 230 USPQ 438 (Fed. Cr

1986). W also note that the argunments not nmade separately
for any individual claimor clains are considered wai ved. See

37 CFR 8 1. 192 (a) and (c). In re Baxter Travenol Labs., 952

F.2d 388, 391,

21 USPQ2d 1281, 1285 (Fed. Cir. 1991) (“It is not the function
of this court to examne the clains in greater detail than
argued by an appellant, |ooking for nonobvi ous distinctions

over the prior art.”); In re Wechert, 370 F.2d 927, 936, 152

USPQ 247, 254 (CCPA 1967) (“This court has uniformy followed
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the sound rule that an issue raised bel ow which is not arqgued

inthis court, even if it has been properly brought here by
reason of appeal is regarded as abandoned and will not be
considered. It is our function as a court to decide disputed
i ssues, not to create them?"”)

Anal ysi s

At the outset, we note that Appellants have el ected that
all the clains on appeal stand or fall together [brief, page
3]. W, however, treat the clains as their scope and the

Appel l ants’ argunents apply to the clains.

Clains 16 and 17 under 35 U.S.C. 8 102 over Ohni shi

We first consider claim16. After our review of
Appel l ants’ argunments [brief, pages 3 to 6], the Exam ner’s
rejection [final rejection, pages 4 to 5] and the Exami ner’s
response to Appellants’ argunents [answer, pages 3 to 4], we
agree with Appellants that Ghni shi does not anticipate the
clainmed limtation of “a resonance frequency ... in the first
vi bration node being higher than the resonance frequency ...
in the second node so that said relative noving nenber is
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driven in a stable state.” W find that the aimof OChnishi’s
invention is to adjust the |ongitudinal and the torsional
frequencies to match each other to achieve a stable state, see
col. 2, lines 5to 10. Contrary to the Exam ner’s assertions,
there is no disclosure in Chnishi that woul d suggest, |et
al one anticipate, a situation where one of the |ongitudi nal
and the torsional frequencies is higher than the other in a
stabl e operation of the vibration actuator. Therefore, we do
not sustain the anticipation rejection of claim 16 over
Ohni shi .

However, as to claim 17, we reach an opposite result.

Contrasted with claim 16, claim 17 recites that “ a resonance

frequency of ... [the] longitudinal vibration ...[be] nade
equal to or greater than ... a resonance frequency of
[the] bending vibration ....” W find, as above regarding

claim 16, that Chnishi does show that OChni shi mani pul ates the
frequency adjusting neans, for exanple, elenment 35 in figure
5, so that the longitudinal frequency matches with the
torsional frequency in order to achieve a stable operation of
the vibration actuator. Therefore, we sustain the
anticipation rejection of claim 17 over GChnishi.
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Clains 16 to 22 under 35 U.S.C. 8 102/103 over Yamaguchi

We first consider claim16. Keeping in mnd the
argunents by Appellants [brief, pages 6 to 8] and the
Exami ner’s position [final rejection, page 5 to 6 and answer,
pages 3 to 4], we conclude that Yamaguchi does neither

antici pate nor suggest the recited limtation of a resonance

frequency ... in the first vibration node being higher than
t he resonance frequency ... in the second node so that said
relative noving nenber is driven in a stable state.” W find

t hat Yamaguchi clearly states (col. 2, lines 58 to 65) that
“the first piezoelectric body 22 is caused to vibrate ... [at]
the specified frequency f. []. Next, the second piezoelectric
bodi es 23a and 23b are caused to vibrate ... [at] specified
frequency f.” W find no teaching in Yamaguchi that woul d
anticipate or suggest a stable operation of the actuator where
the | ongi tudinal and the torsional frequency
were not equal. Thus, we do not sustain the rejection of
claim 16 over Yanmaguchi under 35 U.S.C. § 102/103.

Wth respect to clains 17 to 22, they are treated as one
group in accordance with Appellants’ election. W consider
claim 17 as representative of the group. Cdaim1l7, as we
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not ed above in our discussion regarding claim17 and GChni shi,
recites the relationship of the longitudinal and the torsional
frequencies as the two being equal, or one being greater than
the other. W find that Yamaguchi does clearly disclose, as
not ed above regarding claim16 and Yanaguchi, a stable
operation of the actuator when the two frequencies are the
same. Therefore, we sustain the rejection of claim17 and its
grouped clains 18 to 22 under 35 U.S.C. § 102/103 over
Yamaguchi .

Clains 16 to 22 under 35 U.S.C. § 103 over lijim

Si nce i ndependent clains 16 and 17 are of different
scope, we treat them separately. W take claim16 first.
Claim 16, inter alia, requires that the torsional and the
| ongi tudi nal frequencies be of different magnitude and still
t he actuator should operate in a stable manner. Contrary to
the Exam ner’s assertions, lijim does not show or suggest
that feature. |In fact, lijim states that “the resonance
frequency fL of the longitudinal vibration and the resonance
frequency fB [of the torsional vibration] ... are
substantially equal to each other ...” (col. 5, lines 11 to
16). Therefore, we do not sustain the obviousness rejection
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of claim 16 over lijinma.

However, claim 17 recites that the |ongitudinal and the
torsional frequencies may be equal to, or different from each
other and a stable operation prevails in both cases. W have
found above that lijinm does show that a stable operation of
the actuator will be achieved when the two frequencies are
made equal. Therefore, we sustain the obviousness rejection
of claim17 and its grouped clains 18 to 22 over lijima.

Clains 16, 17, 24 to 28, and 30 under 35 U.S.C. 8§ 102

over Mshiro

Since the scope of independent claim1l7 is different from
t he scope of each of the independent clains 16 and 24, we wl|
treat claim 17 separately. W first treat claim16. Caim 16
calls for one of the resonance frequencies of the |ongitudinal
and the torsional vibration to be higher than the other and
still enable the actuator to operate in a stable state.
Contrary to Appellants’ argunents [brief, pages 10 to 12], we
agree with the Exam ner [final rejection, pages 7 to 8] that
M shiro, at col.5, lines 16 to 30, shows that a conventi onal
actuator coul d have one frequency higher than the other (21.3
vs 13.2 kHz). However, on the other hand, we find that

-10-



Appeal No. 1998-2102
Application 08/826, 039

M shiro al so discloses (col. 5, lines 31 to 38) that "[i]t has
been difficult to nake the respective resonant frequencies of
t he | ongi tudinal vibration and the torsional vibration ... to
coincide with each other, therefore, it has been difficult to

generate a well controlled conposite vibration” (enphasis

added). W find that Mshiro therefore nmani pul ates the
physi cal di mensions of element 33 to assure that the two
frequenci es coincide and a stable operation is achieved; see
also figure 8 and col. 6, lines 3 to 16. Therefore, even

t hough Mshiro in part teaches a conventional actuator with
the two different frequencies, Mshiro fails to teach the
recited limtation that “said relative noving nenber is driven
in a stable state.” |ndependent claim 24 contains a
corresponding limtation. Therefore, we do not sustain the
anticipation rejection of clains 16, 24 to 28, and 30 over

M shi ro.

Regarding claim 17, we reach a different concl usion.
Claim 17 calls for the torsional and the |ongitudinal
frequencies to be equal to each other, or one greater than the
other, and still have the actuator operate in a stable state.
From our di scussion above regarding claim16 and Mshiro, it
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is clear that Mshiro does show that an actuator woul d operate
in a stable state when the |ongitudinal and the torsional
frequenci es are nmade equal. Therefore, we sustain the
anticipation rejection of claim1l7 over M shiro.

Clains 24 to 28, and 30 under 35 U.S.C. § 103 over

Ohni shi

After our review of Appellants’ position [brief, pages 12
to 13 and reply brief, pages 1 to 3] and the Exam ner’s
position [final rejection, page 8 and answer, pages 3 to 4],
we agree with Appellants that, for the reasons above regardi ng
16 and GChnishi, Chnishi does not make obvious the clainmed

features of claim24, particularly, the limtation of “the

resonance frequency of ... torsional vibration ... being

hi gher than the resonance frequency of said ... |ongitudinal
vibration ... so that said relative noving nmenber is driven in
a stable state.” Therefore, we do not sustain the obviousness

rejection of claim?24 and its dependent clains 25 to 28, and
30 over OChni shi.

In summary, we have sustained the anticipation rejection
of clainms 17 by Ohnishi, clainms 17 to 22 by Yamaguch
(including the alternative obviousness rejection), and claim
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17 by Mshiro. W have al so sustained the obvi ousness
rejection of clainms 17 to 22 over lijim. However, we have
not sustained the anticipation rejection of claim16 by
Chni shi, claim 16 by Yanmaguchi (including the alternative
obvi ousness rejection), and clains 16, and 24 to 28, and 30 by
M shiro. W have al so not sustained the obviousness rejection
of claim16 over lijim, and clainms 24 to 28 and 30 over
Ohni shi .

Accordingly, the decision of the Exam ner rejecting

clainms 16 to 22, 24 to 28, and 30 is affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JAMES D. THOVAS
Adm ni strative Patent Judge

N N N N N

ERRCL A. KRASS ) BOARD OF
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PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
PARSHOTAM S. LALL )
Adm ni strative Patent Judge )
PSL/ ki

St aas and Hal sey

Suite 500

700 El eventh Street, NW
Washi ngton, DC 20001
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